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Using IP to Stand Out 

from the Crowd
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REGISTERED

• Patents

(Technical concepts)

• Trade Marks

(Logos and/or words)

• Registered Designs

(Appearance of a 
product)

Types of Intellectual Property (IP)

UNREGISTERED

• Copyright

(Written material, drawings, 
software etc)

• Unregistered Trade Marks

(Logos and/or words)

• Design Right

(Appearance of a product)

• Trade Secrets

(Know-how)
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• Control who can exploit your technology/brand.

• As a deterrent to competitors.

• To build value in your business and help secure investment.

• To establish ownership in advance of discussions with third parties.

• As an asset, it can be sold or licensed.

• To reduce corporation tax.

How can protecting your IP help your 

business?
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• IP may be the main asset of an early stage business

• As the business grows, IP may no longer be the main asset …

• BUT, IP remains a value multiplier e.g. patent protection was an 

important consideration in the sale of:

• MTEM Ltd from the University of Edinburgh to Petroleum 

Geoservices (PGS) in 2007 for $275M; and

• Cascade Technologies from the University of Strathclyde (UoS) to 

US-based engineering firm Emerson in 2014 for an undisclosed 

sum (the UoS’s largest spin-out at the time).

The Value of IP
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• Identify IP rights and their status

(registered and unregistered)

• Ownership

• Scope of protection Vs products/services

• Geographical coverage

• Freedom to operate

Due diligence (what do investors look for in 

relation to IP?)
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• Establish a process for identifying new IP and establishing ownership

• Apply for registered IP rights where appropriate (before publication or 

non-confidential disclosure for patents)

• Hold regular IP reviews – drop applications for registered IP rights 

which are no longer of value

• Consider a range of IP rights (registered and unregistered)

• Put measures in place to keep information confidential/trade secrets 

safe

Managing IP
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• A UK patent for a product may be infringed by 

any of the following acts when performed in the 

UK in relation to the product without the consent 

of the patent owner:

o Manufacture

o Use

o Dispose (e.g. sell)

o Offer (e.g. advertise)

o Import

o Keep

• Similar provisions apply in relation to other 

registered IP rights in many other countries.

Maximising value of patents – where to 

protect?
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Maximising value of patents – keep scope of 

protection under review

On filing During patent 

examination

Product evolves 

Scope

X

Feature of product
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• IP is a value multiplier BUT this requires that you:

o Identify your IP and take steps to protect it (where appropriate)

o Never assume that you own ‘your’ IP – have assignments and 
agreements in place

o Review your IP against your products/services regularly

o Consider all aspects of IP – patents / trade marks / designs etc

Conclusion



Contacts

© 2018 Marks & Clerk LLP | Marks & Clerk is a registered trade mark.

Mike Street

mstreet@marks-clerk.com

T: +44 141 221 5767

Aurora

120 Bothwell Street

Glasgow

G2 7JS

mailto:mstreet@marks-clerk.com

